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The MAILING DATE f this communication appears on th cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 31 October 2002 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 9-76 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) iiS is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or (f). 

a)nAII b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) □ Notice of References Cited (PT0892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 10-31-02 has been entered. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8 drawn to an optical system production line, classified in class 228, 
subclass 6.2. 

II. Claims 9-16 drawn to an optical system production method, classified in class 29, 
subclass various. 

The inventions are distinct, each fi-om the other because of the following reasons: 

Inventions Group I and Group II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be practiced 
by another materially different apparatus or by hand, or (2) the apparatus as claimed can be used 
to practice another and materially different process. (MPEP § 806.05(e)). In this case the 
apparatus can be used in semiconductor manufacturing that does no involve optical components. 
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Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

Newly submitted claims 9-16 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: The apparatus can be used in 
semiconductor manufacturing that does no involve optical components. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 9-16 are withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821,03. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Wolfgang et al. 
(SPIE Vol. 2906, Microrobotics: Components and Applications). With respect to Claims 1 and 
3-8, Wolfgang et al. teaches a supply area (Figure 6, Stock); a pick and place machine that picks 
and places the components to the work area (abstract and Section 5, first paragraph); and an 
aligner that characterizes the positions of the components on the bench and mechanically adjusts 
the relative position (section 5.3, paragraphs l-4);an aligner that activates/energizes a workpiece 
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and detects an optical signal and adjusts the components (Section 5.3, Paragraphs 1-4 and Figure 
9a, measuring system); and a two jaw gripper (Figure 9a, gripper). It is the examiner's position 
that how the system operates is a process limitation that holds little patentable weight in an 
apparatus claim. 

With respect to Claim 2, the teachings of Wolfgang et al. are the same as relied upon in 
the rejection of Claim 1. Wolfgang et al. teaches laser welding (abstract and Figure 4, laser). It 
is the examiner's position that how the components are secured are process limitations that hold 
little patentable weight in an apparatus claim. 

Response to Arguments 

Applicant argues that all of the limitations of a claim must be considered when weighing 
the differences between the claimed invention and the prior art in determining the patentability of 
a process or method claim. The examiner agrees. 

Applicant goes on to argue, however, that aU of the limitations of claims one through 
eight must be considered when determining patentability of an apparatus claims. Applicant 
further argues that "little support in the law exists for assigning portions of the claims greater and 
lesser degrees of importance in terms of defining the invention." The examiner disagrees. 
"Expressions relating the apparatus to contents thereof during an intended operation are of no 
significance in determining patentabiHty of the apparatus claim." Ex parte Thibault, 164 USPQ 
666, 667 (Bd. App. 1969). Furthermore, "[ijnclusion of material or article worked upon by a 
structure being claimed does not impart patentability to the claims." In re Young, 75 F.2d 966, 
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25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 
1963)). 

In In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967), an apparatus claim recited 
"[a] taping machine comprising a supporting structure, a brush attached to said supporting 
structure, said brush being formed with projecting bristles which terminate in free ends to 
collectively define a surface to which adhesive tape will detachably adhere, and means for 
providing relative motion between said brush and said supporting structure while said adhesive 
tape is adhered to said surface." An obviousness rejection was made over a reference to Kienzle 
which taught a machine for perforating sheets. The court upheld the rejection stating that "the 
references in claim 1 to adhesive tape handling do not expressly or impliedly require any 
particular structiu-e in addition to that of Kienzle." The perforating device had the structure of the 
taping device as claimed, the difference was in the use of the device, and "the manner or method 
in which such machine is to be utilized is not germane to the issue of patentability of the machine 
itself " The rejection is maintained despite applicant's traversal. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 703-308-0667. 
The examiner can normally be reached on M-Th 7AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 703-308-3318. The fax phone numbers for the 
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organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-93 11 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 





TOM DUWN 

SUFERV!50?.Y T/JENT EXAMINER 
TECHi^OLOGY CENTER 1700 



